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DETAILED ACTION 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-3, 5-10, 13, and 17-34 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The addition of the word "type" to an otherwise definite 
expression extends the scope of the expression so as to render it indefinite. See particularly In re 
Copenhaver, 109 USPQ 118 (Bd. App. 1955) and Ex parte Attig, 7 USPQ2d 1092 (Bd. Pat. App. 
& Inter. 1986) and MPEP 2173.05 (b). Applicants have added to the preamble of claims 1-3, 5- 
10, 13, and 17-34 "negative-type" in reference to the planographic printing plate precursor 
claimed. The examiner found no clear definition as to what was meant by "type" with respect to 
"negative" nor is she clear to what "negative" references. Is "negative" in reference to the inked 
image formed from the plate? Is "negative" in reference to the nature of the crosslinkable or 
polymerizable nature of the photosensitive layer? It is not clear with respect to "negative" alone 
and especially not clear when "type" is added without specific definition in the original 
disclosure. Thus, claims 1-3, 5-10, 13, and 17-34 are held confusing. 

3. Claims 35-40 and 42-48 are allowed. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 1-3, 5-10, 13 and 17-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hauck (US 6,555,291 or WO 02/14071 Al) in view of Rousseau (4,228,232) further in view 
of Smith (3,729,313) and Crivello (4,058,401 or 4,058,400). Hauck discloses the instant 
planographic printing plate precursor with the use of phenolic or sulfonamide polymers in his top 
coat layer. The top layer is not described in reference to a contact angle but instead is required to 
Be developable in aqueous base developer with the imaged material being removed and the non- 
imaged material remaining. It is the top layer that is ink receptive, i.e. hydrophobic. In col. 13, 
under Image Formation, the image formed is positive leaving the top layer as it was in its 
unexposed state, after development the plate is overall cured if a negative-working base soluble 
photosensitive composition is the underlayer. Hauck discloses the use of photopolymerizable and 
photocrosslinkable negative working base soluble photosensitive composition under layers with 
photothermal conversion materials that are preferably not in the top layer. Hauck does not 
disclose the use of onium or sulfonium salts as photoinitiators in the photopolymerizable and 
photocrosslinkable negative working base soluble photosensitive composition under layers. 
However in col. 8, lines 46-54, Hauck does disclose using free radical initiating agents that are 

activatable in ultraviolet and/or visible regions of the spectrum from 300 to 800 nm. While 

i 

onium salts are not given as preferred examples, the use of such is well known in the art as set 
forth by Rousseau in col. 10, lines 17-50, with equivalence for this purpose being also shown for 
many of the compounds cited by Hauck as useful. Rousseau lists diazonium, iodonium and 
sulfonium free radical initiators and cites Smith and Crivello as showing this use of said free 
radical initiators as known in the art. Thus, with respect to instant claims 1-3,5-10, 13, and 17- 
21, the thermal digital lithographic printing plates of Hauck wherein the negative-working base 
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soluble photosensitive composition is the underlayer are obvious in view of their use in the 
examples and the use of photopolymerizable elements in the a negative-working base soluble 
photosensitive composition is obvious because they are taught to be so used and the use of well 
known equivalent free radical photoinitiators inclusive of sulfonium, iodonium and diazonium 
salts as set forth by Rousseau further supported by Smith and Crivello would have been prima 
facie obvious as well. In Hauck, see particularly claims, examples, abstract, and particularly 
"Negative- Working Base Soluble Photosensitive Compositions". See in Hauck, col. 10, "Top 
Layer". In col. 14, lines 25-42, the top layer is removable by the developer of Hauck but less so 
than the regions exposed to irradiation. Thus, the top layer of Hauck acts as required by instant 
claims 1-3, 5-10, 13, 17-21. Applicants added "negative type" to the preamble of instant claims 
1-3, 5-10, 13, and 17-21 but without clear definition of the meaning of negative or the addition of 
type to negative in view of the presence of a polymerizable or crosslinkable layer, the examiner 
cannot determine if the precursors of Hauck are negative-type because of the layer that hardens 
or if the nature of the top layer of Hauck is such that a negative inking image could never be 
obtained from the plate of Hauck even if processing were different than that of applicants. Thus, 
the rejection remains due to the confusion as to the meaning of "negative-type" in the preamble 
as added by applicant's amendment in view of the original disclosure. 

6. Applicant's arguments filed October 29, 2004 have been fully considered but they are not 
persuasive. The examiner agrees with applicants' description of the difference between 
applicants process and the process of Hauck. However, she does not believe that this difference 
extends to a difference in the precursor plates of the claimed invention and the precursor plates 
of Hauck. Where the plates of Hauck imaged with UV light first then developed would they not 
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be "negative" plate precursors and produce a negative image? As to the use of "type", there is 
no clear definition for "negative-type" given in the original disclosure. The examiner took great 
pains to look for a clear definition of "negative-type planographic printing plate precursor" and 
did not find one. Applicants in their arguments on page 21 even label the photosensitive layer of 
Hauck as "Negative-photosensitive layer". Thus, the confusion over "negative-type" leaves 
unclear the instant limits in claims 1-3, 5-10, 13, and 17-21 and the examiner cannot determine if 
the plates of Hauck are actually different than applicant's plates with respect to these claims. 
Are the top layers of Hauck still totally removable upon extended development leaving a 
hydrophobic layer present in Hauck? Because the addition of "negative" does not clearly 
distinguish the instant plates over those of Hauck as well as the confusion over "type", the 
rejection stands. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Hamilton whose telephone number is 571-272-1331. 
The examiner can normally be Reached on Monday through Friday 9:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner 's 
supervisor, Cynthia H. Kelly can be reached on (571) 272-0729. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EEC) at 866-217-9197 (toll-free). 




Cynthia Hamilton 
Primary Examiner 
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